United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/013.409 



07/0.V2003 



7590 06/09/2009 

Cynthia L. Foulke 

NATIONAL STARCH AND CHEMICAL COMPANY 
10 Finderne Avenue 
Bridgewater, NJ 08807-0500 



SC'II A 17. C IIRISTOPHER T 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/613,409 


Applicant(s) 

GOOD ET AL. 


Examiner 

CHRISTOPHER SCHATZ 


Art Unit 

1791 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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DETAILED ACTION 



1 . In view of the Appeal Brief filed on August 1 8, 2008, PROSECUTION IS 
HEREBY REOPENED. The new grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 1-5, 8, 10, 12, 13, 22 and 25-29 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mehaffy et al. (EP 0934990). 

At the outset, the applicant is notified that the limitation in the independent claims 
stating that the adhesive "is applied at a temperature of below 250 °F" is a method 
limitation and thus does further limit the claim because method limitations do not further 
limit product claims. Claims 1 and 26 only require an adhesive that is capable of being 
applied at less than 250 °F, with a viscosity within applicant's claimed range at a 
temperature of below 250 °F and a heat stress value that is separated from the 
application temperature by less than 100 °F. 

As to claims 1-3 and 22, paragraph 33 discloses an adhesive that is applied at 
200 °F, wherein the heat stress value is separated by 90 °F or less from the application 
temperature. Specifically, paragraph 0033 states that the adhesive can be applied at 
200°F and that "a bond formed by two pieces of corrugated case substrate held 
together by a 1/2" by 2" compressed bead can maintain a cantilever stress load of 2 to 
2.5 psi for 24 hours at temperatures at or above 1 15 degree F." Examiner interprets 
1 15°F as the heat stress value. The reference does not explicitly recite the viscosity of 
the adhesive at 200 °F. However, the adhesive disclosed in the reference and the 
adhesive disclosed in the applicant's specification are of substantially identical 
compositions. More specifically, applicant states that the adhesive of the instant 
application comprises: EVA copolymer from about 10% to 60%, a tackifying component 
with a Ring and Ball softening point between 70°C and 150°C, and paraffin wax from 
Moore & Mungerfrom 10% to 60% (pages 9-11). Applicant should note that Mehaffy et 
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al. discloses a hot melt adhesive with the same components and composition 
(paragraphs 0009-0018, 0029). Therefore, at the time of the invention it would have 
been obvious to a person of ordinary skill in the art that the viscosity of the hot melt 
adhesive at 200 °F is within the applicant's claimed range because the adhesive in the 
reference is substantially similar to the adhesive disclosed by the applicant. The 
applicant is referred to MPEP. 21 12 (V). 

As to claims 4 and 5, at the time of the invention it would have been obvious to a 
person of ordinary skill in the art that the adhesive disclosed by Mehaffy et al. would 
have the same crystallization properties and exhibit the same viscosity change as 
claimed by the applicant in claims 4 and 5 because Mehaffy discloses the same 
adhesive as the instant application. As to claim 8, Mehaffy et al. discloses an article of 
manufacture comprising the adhesive of claim 1 (paragraph 0034). As to claim 10, 
Mehaffy et al. discloses the article of manufacture is a carton, case, tray or bag 
(paragraph 0034). As to claims 12 and 13, Mehaffy et al. discloses a packaged food 
article contained within a carton, case, tray or bag wherein the carton, case, tray or bag 
contains the adhesive of claim 1 (paragraph 0034). As to claim 25, Mehaffy et al. 
discloses an adhesive comprising an ethylene n-butyl acrylate copolymer (0021). As to 
claim 26, the applicant is referred to the discussion of claims 1 , 4 and 5 for the reasons 
as to the why the reference renders the limitations of the claim obvious. As to claim 27, 
Mehaffy et al. discloses an adhesive comprising 20 wt % of an ethylene n-butyl acrylate 
copolymer and 10 wt % of an ethylene vinyl acetate copolymer (0025 and 0026). As to 
claims 28 and 29, the applicant is referred to the discussion of claims 2 and 3 above. 
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4. Claims 6 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Mehaffy et al. as applied above, and further in view of Baetzold et al. '913. 

Mehaffy et al. discloses a hot melt adhesive as stated above, and the reference 
further discloses that "other additives" can be added depending on the end use of said 
adhesive. The reference is silent as to whether or not said additives comprise a 
fragrance or an energy-absorbing ingredient. Baetzold et al. discloses a hot melt 
adhesive which can be used in packaging (column lines 10-12), and further discloses 
that the presence of fragrances and energy absorbing ingredients is well known in the 
art (abstract, column 4, lines 17-31 ). Therefore, at the time of the invention it would 
have been obvious to a person of ordinary skill in the art to add a fragrance and/or an 
energy-absorbing ingredient to the hot melt adhesive of Mehaffy et al. because the use 
of said ingredients is well known as taught by Baetzold et al. 

Response to Arguments 

5. Applicant's arguments filed 03/13/2009 have been fully considered. The 
applicant's arguments stating that Table 1 does not disclose the limitations of claim 1 
are moot in light of the new grounds of rejection. The new grounds of rejection 
presented above do not rely on the disclosure in Table I. Rather the rejection relies on 
the embodiment presented in paragraph 33 of Mehaffy. The applicant argues that 
Mehaffy does not disclose an adhesive capable of being applied at 200 °F with a heat 
stress value that is separated from the application temperature by less than 100 °F. The 
applicant is referred to paragraph 33 of the reference. The applicant's arguments stating 
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that it well known in the art that the heat stress values are dependent on the application 
temperature is not germane to the grounds of the rejection as currently applied. 

The applicant states that the position that because Mehaffy discloses the 
substantially the same adhesive as disclosed by the applicant and thus will have the 
same heat stress value is without merit. The current grounds of rejection do not rely on 
such a position. Mehaffy explicitly discloses a heat stress value separated by less than 
100 oF from the application temperature of 200 °F. 

The applicant argues that Mehaffy does not disclose the limitations of claims 5, 
26 or 27. The applicant is referred to the new grounds of rejection above. Mehaffy 
discloses substantially the same adhesive as disclosed by the applicant, and thus 
Mehaffy discloses the viscosity, crystallization and viscosity change properties required 
by the claims. The burden is on the applicant to show an unobvious difference. MPEP 
2112 (V). 

The applicant states that although paragraph 33 of Mehaffy discloses that the 
adhesive is capable of being applied at 200 °F to 300 °F, the artisan looking at the 
reported heat stress values of 1 15-125 °F would recognize that if the adhesives of Table 
I was applied at or below 200 °F, the heat stress value would decrease. This statement 
is not sufficient to show that heat stress value decreases with application temperature. 
The burden is on the applicant to present evidence that the heat stress values of the 
specific adhesives disclosed in Table I will decrease if the application temperature is 
decreased to 200 °F. Second, even if the applicant presents such evidence, it is 
possible that the adhesive with the heat stress value of 125 °F at an application 
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temperature of 250 °F will have a heat stress separated from the application 
temperature by less that 100 °F when the applicant temperature is 200 oF because the 
heat stress value could decrease by as much as 14 °F when the application 
temperature decreases from 250 °F to 200 °F and still meet the claimed limitation. 
Finally, the applicant does not the address the disclosure in section 33 that the heat 
stress value is 1 15 °F when the application temperature is 200 °F. The disclosure of a 
reference is not limited to the examples, and no data or arguments presented by the 
applicant changes the disclosure in paragraph 33 that the adhesive has a heat stress 
value of 1 15 °F at an application temperature of 200 °F. 

With respect to the applicant's arguments directed toward claims 6 and 7, the 
arguments are moot because Mehaffy discloses an adhesive with applicant's claimed 
heat stress value at the applicant's claimed application temperature as discussed 
above. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER SCHATZ whose telephone number is 
571-272-6038. The examiner can normally be reached on Monday through Friday 9 AM 
to 5:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeff H. Aftergut/ 

Primary Examiner, Art Unit 1791 

/CHRISTOPHER SCHATZ/ 
Examiner, Art Unit 1791 



